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DETAILED ACTION 
Response to Amendment 

1 . Applicant's amendments and arguments, received on June 3^**, 2008, have been fully 
considered by the examiner. Currently, claims 1 and 7-10 are pending with claim 1 standing as 
amended. Applicant's amendment to claim 1 has obviated the rejection under 35 USC § 1 12, 
second paragraph. The following is a complete response to the June 3'^'^ , 2008 communication. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC §103 

3. Claims 1 and 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Kokai 
(Pub. No. 4-329944) in view of Rexroth et al (hereinafter "Rexroth")(US Pat. No. 4,943,290). 

Regarding claim 1, Kokai discloses a radio knife (electrosurgical device 1) containing an 
electrically insulating sheath (insulating flexible tube 2) having one flow channel inside (see 
channel in Figure 1), a distal end portion and a proximal end portion, the distal end portion of the 
sheath having a distal opening (tip opening 13) and an axis, a support member (stopper member 
4) which closes the distal opening of the sheath (see Figure 4), the support member having a 
slide hole with a diameter than that of the distal opening extending along the axis thereof (see 
Figure 4); an operating wire (operation wire 14) axially moveable in the sheath (see paragraph 
[0013], lines 4-6), The rod-shaped portion being passed through the slide hole for axial 
projection and retraction (movement represented by X, see Figure 5); a control section (operation 
part 3, operation handle 15) which is provided on the proximal end portion of the sheath (see 
Figure 5) and controls the operating wire to project an retract the electrode portion in the axial 
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direction (see paragraph [0013], lines 8-14), the control section having a high-frequency current 
supply portion (see paragraph [0010], lines 6-8) which supplies high-frequency current to the 
electrode portion (see paragraph [001 1], lines 9-12); a liquid feed portion (cock 17) which is 
provided on the proximal end side of the sheath and feeds liquid through the one flow channel 
inside the sheath towards the distal opening (see paragraph [0014]); and an opening for liquid 
feed which is formed in the support member, the opening being arranged around the slide hole 
(see paragraph [0014], line 3-5), communicating to the one flow channel (see Figure 1 and 
paragraph [0014]) and partially blocking flow in the vicinity of the distal end portion (see Figure 
1). Kokai fails to discloses the inclusion of a plurality of openings arranged around and 
independently of the slide hole and is silent in regard to the conductivity properties of the support 
member. 

Rexroth discloses an electrosurgical device (electrosurgical apparatus 10) containing an 
electrically insulating sheath (duct means 70, see col. 9; 3-5) having a distal end portion and 
proximal end portion, the distal end portion of the sheath having a distal opening and an axis (see 
Figure 4). Rexroth further discloses the insulation sheath to inherently form a support member 
which closes the distal opening of the sheath and is insulating. The insulating tip defines a slide 
hole for the rod-shaped electrode shaft (electrode shaft 50), the slide hole having a diameter 
smaller than that of the distal opening (see Figure 14). Additionally, Rexroth discloses the device 
to have a liquid feed portion (input fluid port 18) and a plurality of openings (see openings. 
Figure 6) for liquid feed (see col. 8; 62 - col. 9; 8) arranged around and independently of the 
slide hole (see Figure 6). Therefore, it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to provide a plurality of openings such as those disclosed by 
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Rexroth in conjunction with the device disclosed by Kokai to provide an electrosurgical device 
with a plurality of openings arranged around and independently of the slide hold. As disclosed 
by Rexroth, it is old and well known to provide a plurality of openings for liquid to flow from in 
order to create a superior flow pattern to the proximity of the elecfrode tip. Furthermore, it would 
have been obvious to provide for an electrically insulative support member as discloses by 
Rexroth to the device of Kokai to prevent the short circuiting of the device. 

Regarding claim 7, Kokai discloses the sheath to have an extending portion extending 
ahead of the support member wherein the extending portion has an internal space which stores 
the electrode portion (see Figure 5). 

Regarding claim 8, Kokai fails to disclose an extending portion location on the distal end 
portion of the rod-shaped portion and extending across the extending direction of the rod-shaped 
portion and for the extending portion to be a hooked bent portion extending substantially at right 
angles to the distal end portion. Rexroth discloses the electrode portion (electrode shaft 50) to 
contain an extending portion (ball tip 26) located on the distal end portion of the rod-shaped 
portion and extending across the extending direction of the rod-shaped portion (see Figure 15). 
Rexroth fiirther discloses the extending portion to be a hooked bent portion (elecfrode tip 26C) 
extending at substantially right angles to the distal end portion (see Figure 18). Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was made to 
have modified the device of Kokai with the elecfrode tip designs disclosed by Rexroth in order to 
catch tissue around the extending portion. 
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4. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kokai (Pub. No. 
4-329944) in view of Rexroth et al (US Pat. No. 4,943,290) as applied to claim 8 above, and 
further in view of Kittur et al (US Pat. No. 5,846,241). 

Both Kokai and Rexroth fail to disclose the inclusion of a plate-like electrode at the distal 
end portion. Kittur et al discloses a radio knife (electrocautery device 10) containing an 
extending portion (moveable head 22) in a plate-like arrangement (second electrode 24) coupled 
to the distal end of the rod-shaped portion (second wire 20). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to have provided a 
plate-like electrode as disclosed by Kittur et al to the joint device of Kokai and Rexroth. All three 
device disclosed are directed toward the same field of endeavor and the utilization of a plate-like 
electrode would increase the versatility of the device, effectively allowing it to successfully 
perform a wider variety of treatments. 

Response to Arguments 

5 . Applicant's arguments filed Jme 3'^'', 2008 have been fully considered but they are not 
persuasive. 

Applicant argues that the objective of the radio knife claim 1 can only be achieved by a 
device comprising "only one flow channel". Applicant further notes that the disclosure of 
Rexroth provides for three flow channels. 

In response to applicant's argument, the examiner agrees with applicant in the matter that 
the disclosure of Rexroth fails to provide for the limitation of "only one flow channel" providing 
fluid flow. However, examiner points to the disclosure of Kokai. Kokai clearly provides for the 
limitation of "only one flow channel" as the above rejection states. Furthermore, it is the 
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examiner's intention as stated in the above rejection, that the disclosure of Rexroth teaches the 
modification of the support member (stopper member 4) of Kokai to include a plurality of 
openings arranged around and independently of the slide hole in order to achieve a superior flow 
pattern to the proximity of the electrode tip and not the examiner's intention to provide the three 
channels and plurality of openings as disclosed by Rexroth. The combined device of Kokai in 
view of Rexroth provides for the limitation of a plurality of openings communicating with "only 
one flow channel". 

Applicant argues that the opening (second end 72D) and the disclosure of Rexroth fail to 
provide for a plurality of openings for liquid feed communicating to the only one flow channel, 
and partially blocking flow of the liquid fed in the vicinity of the distal end portion by a liquid 
feed portion as clearly recited in claim 1 . 

In response to apphcant's argument, the examiner respectfully disagrees. Examiner draws 
applicant's attention to the disclosure of Rexroth, namely column 8, line 66 - column 9, 3 in 
which it is clearly disclosed that a pliirality of openings provides for ". . .a superior flow pattern 
of the non-conductive fluid ... to the electrode tip . . .". This disclosure clearly teaches the 
inclusion of a plurality of openings for liquid feed communicating to the only one flow channel, 
and partially blocking flow of the liquid fed in the vicinity of the distal end portion by a liquid 
feed portion and teaches that it is preferable to have a plurality of openings over a single 
opening. Furthermore, the modification of the support member (stopper member 4) of Kokai 
with the plurality of openings of Rexroth clearly shows the communication of the plurality of 
openings with only one flow channel. 
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Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to RONALD J. HUPCZEY, JR. whose telephone number is 
(571)270-5534. The examiner can normally be reached on Mon. - Fri. from Sam to 5pm. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Linda Dvorak can be reached on 571-272-4764. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from tlie Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/R. J. H./ /Michael Peffley/ 

Examiner, Art Unit 3739 Primary Examiner, Art Unit 3739 



